When two claims in an application are c^^cates or else are so close in content that 
both cover the same thing, despite a slight difference in wording, it is proper after 
allowing one claim to object to the other as being a substantial duplicate of the allowed 
claim SeeMPEP § 706.03(k). 

Examiner Note 

If the duplicate claims are not allowable, use form paragraph 7.05.05. 

See MPEP § 804 for double patenting rejections of inventions not patentable over each 
other. 

706.03(m) Nonelected Inventions 

See MPEP § 821 to § 821 .03 for treatment of claims held to be drawn to nonelected 
inventions - 

706.03(o) New Matter 

35 U.S.C. 132. Notice of rejection; reexamination. 

(a) Whenever, on examination, any claim for a patent is rejected, or any objection or requirement 
made, the Director shall notify the applicant thereof, stating the reasons for such rejection, or 
objection or requirement, together with such information and references as may be useful in judging 
of the propriety of continuing the prosecution of his application; and if after receiving such notice, 
the applicant persists in his claim for a patent, with or without amendment, the application shall be 
reexamined. No amendment shall introduce new matter into the disclosure of the invention. 

***** 



In amended cases, subject matter not disclosed in the original application is sometimes 
added and a claim directed thereto. Such a claim is rejected on the ground that it recites 
elements without support in the original disclosure under 35 U.S.C. 112, first paragraph, 
Waldemar Link, GmbH & Co. v. Osteonics Corp. 32 F.3d 556, 559, 31 USPQ2d 
1855, 1857 (Fed. Cir. 1994);//2 re Rasmussen, 650 F.2d 1212, 211 USPQ 323 
(CCPA 1981). See MPEP § 2163.06 - § 2163.07(b) for a discussion of the 
relationship of new matter to 35 U.S.C. 1 1 2, first paragraph. New matter includes not 
only the addition of wholly unsupported subject matter, but may also include adding 
specific percentages or compounds after a broader original disclosure, or even the 
omission of a step from a method. See MPEP § 608.04 to § 608.04(c). See In re 
Wertheim, 541 F.2d 257, 191 USPQ 90 (CCPA 1976) and MPEP § 2163.05 for 
guidance in determining whether the addition of specific percentages or compounds after 
a broader original disclosure constitutes new matter. 

In the exarrrination of an application following amendment thereof the examiner must be 
on the alert to detect new matter . 35 U.S.C. 132 should be employed as a basis for 
objection to amendments to the abst rar^ specifi cation, or drawings attempting to add 

jiew disclo sur e , 5 th at nripTnally disclos ed On filing 

If subject matter capable of illustration is originally claimed and it is not shown in the 
drawing, the claim is not rejected but applicant is required to add it to the drawing. See 
MPEP § 608.01(1). 

If new matter is added to the specification, it should be objected to by using Form 
Paragraph 7.28. 

%7J8pbjection to New Matter Added to Specification 

Tlie^mendment filed [ 1 ] is objected to under 35 U.S.C. 132 because it introduces new 
matter into the disclosure, 35 U.S.C. 1 32 states that no amendment shall introduce new 
matter into the disclosure of the invention. The added material which is not supported by 
the original disclosure is as follows: [ 2 ]. 

Applicant is required to cancel the new matter in the reply to this Office actioa 



Examiner Note 



1. 

This form paragraph is not to be used in reissue applications; use form paragraph 
14.22.01 instead. 
2. 

In bracket 2, identify the new matter by page and the line numbers and/or drawing 
figures and provide an appropriate explanation of your position. This explanation should 
address any statement by applicant to support the position that the subject matter is 
described in the specification as filed. It should further include any unresolved questions 
which raise a doubt as to the possession of the claimed invention at the time of filing. 
3. — 
Ifnejy^njatterJs-added to the cl ainr^ o r affprK ihe clai ms, a rejection under 35 U.S.C . 
firet paragraph, lining form paragrap] 



U-sEnTitH afco h p made. If new rratteriT 
added only to a claim, an objection using this paragraph should not be made, but the claim 
should be rejected using form paragraph 7.3 1 .01 . As to any other appropriate prior art 
or 35 U.S.C. 1 12 rejection, the new matter must be considered as part of the claimed 
subject matter and cannot be ignored. 




Requirement 



The inquiry into whether the description requirement is met must be determined on a 
case-by^fease basis and is a question of feet In re Wertheim, 541 F.2d 2S7, 262, 191 
USPQ 90, 96 (CCPA 1976). A description as filed is presumed to be adequate, unless or 
until sufficient evidence or reasoning to the contrary has been presented/oy the examiner to 
rebut the presinrWion. See, e.g., In re Marzocchi, 439 F.2d 220, 224, 169 USPQ 367, 
370 (CCPA 197l\The examiner, therefore, must have a reasonabte basis to challenge 
the adequacy of the written description The examiner has the initiakburden of presenting 
by a preponderance ofevidence why a person skilled in the art would not recognize in an 
applicant's disclosure a description of the invention defined by the claims. Wertheim, 541 
F.2d at 263, 191 USPQ at MS7. / 

I. STATEMENTyOF REJECTION REQl/IRE-MENTS 

In rejecting a claim, the examiner must set forth express finaings of feet which support the 
lack of written description conclusioii (see MPEP § 2 1 63 for examination guidelines 
pertaining to the written description requirement). These findings should: 

(A) Identify the claim lirnitation at issue; and / 

(B) Establish a prima facie case byVo^aing reasons why a person skilled in the 
art at the time the application was file/ would not have recognized that the inventor 
was in possession of the invention as claimed in view of the disclosure of the 
application as filed. A general allegation\)f '"unpredictability in the art" is not a 
sufficient reason to support a rejection fonkek of adequate written description A 
simple statement such as "Apjflieant has notvpointed out where the new (or 
amended) claim is supported nor does there^appear to be a written description 

of the claim limitation / in the application as filed." may be sufficient where 

the claim is a new or amended claim, the supporter the limitation is not 
apparent, and applicant has not pointed out whereNhe limitation is supported. 

When appropriate, suggest amendments to the claims which can be supported by the 
application's written description, being mindful of the prohibition against the addition of 
new matter in the claims or description See Rasmussen, 650 F>2d at 1214, 21 1 USPQ 
at 326. / \ 

II.yRESPONSE TO APPLICANT'S REPLYs. 

Upon reply by applicant, before repeating any rejection under 35 U.S.& 1 12, para. 1 , 
for lack of written description, review the basis for the rejection in view of the record as a 
whole, including arrendments, arguments, and any evidence submitted by applicant. If the 
whole record now demonstrates that the written description requirement is satisfied, do not 
repeat the rejeouon in the next Office actioa If the record stiD does not demonstrate that 
the written description is adequate to supporLthe claim(s), repeat the rejectionWler 35 
U.S.C. 1 12, para. 1 , fuDy respond to applicant' s rebuttal arguments, and propewy treat 
any further showings submitted by applicant in the reply. When a rejeetic^nsirairaained, 
any affidavits relevant to the 35 U.S.C. 1 12, para. 1, written description requirement, must 
be thoroughly analyzed and discussed in the next Office action See In re Alton, 76 F.3d 
176. 37 USP Q2d 1578, 1584 (Fed. Cir. 1996). 
Changes to the Scope of Claims 

The failure to meet the written description requirement of 35 U.S.C. 1 1 2, first paragraph, 
commonly arises when the claims are changed after filing to either broaden or narrow the 
breadth of the claim limitations, or to alter a numerical range limitation or to use claim 
language which is not synonymous with the terminology used in the original disclosure. To 
comply with the written description requirement of 35 U.S.C. 1 12, para. 1, or to be 




entitled to an earlier priority date or fiKn^ate under 35 U.S.C. 1 19, 120, or 365(c), 
each claim limitation must be expressly, implicitly, or inherently supported in the originally 
filed disclosure. See MPEP § 2163 for examination guidelines pertaining to the written 
description requirement. 



I 



species" means that the species which ar^dequately described are representative of^^ 
entire genus. Thus, when there is substantial variation within the genus, one must describe 
a sufficient variety of species to reflect the variation within the genus. On the other hand, 
there maybe situations where one species adequately supports a genus. See, e.g., In re 
Rasmussen, 650 F.2d 1212, 1214, 211 USPQ 323, 326-27 (CCPA 1981) (disclosure 
of a single method of adheringry applying one layer to another was sufficient to support a 
generic claim to "adheringry applying" because one skilled in the art reading the 
specification would understand that it is unimportant how the layers are adhered, so long 
as they are adhered); In re Herschler, 591 F.2d 693, 697, 200 USPQ 71 1, 714 (CCPA 
1 979) (disclosure of corticosteriod in DMSO sufficient to support claims drawn to a 
method of using a mixture of a ''physiologically active steroid" and DMSO because "use 
of known chemical compounds in a manner auxiliary to the invention must have a 
corresponding written description only so specific as to lead one having ordinary skill in 
the art to that class of compounds. Occasionally, a fimctional recitation of those known 
compounds in the specification may be sufficient as that description."); In re Smythe, 
480 F.2d 1376, 1383, 178 USPQ 279, 285 (CCPA 1973) (the phrase "air or other gas 
which is inert to the liquid" was sufficient to support a claim to "inert fluid media" because 
the description of the properties and functions of the air or other gas segmentizing 
medium would suggest to a person skilled in the art that appellant's invention includes the 
use of "inert fluid" broadly.). However, in Tronzo v. Biomet, 156 F.3d 1 154, 1 159, 47 
USPQ2d 1829, 1833 (Fed. Cir. 1998), the disclosure of a species in the parent 
application did not suffice to provide written description support for the genus in the child 
application. Similarly, see In re Gosteli, 872 F.2d 1008, 10 USPQ2d 1614 (Fed. Cir. 
1 989) (generic and subgeneric claims in the U.S. application were not entitled to the 
benefit of foreign priority where the foreign application disclosed only two of the 
species encompassed by the broad generic claim and the subgeneric Markush claim that 
encompassed 21 compounds). 



ROWING OR SUBGENERIC CLAIM 



The introduction of claim changes which involve narro wing the claims by introducing 
elements or limitations whicn are not supported Dy the as- tiled disclosure is a vioktionof 
t he written description requirement of 35 U.S.C. 1 12, first paragraph. S ee, e.g., 
Fujikawa v. Wattanasin, 93 F.3d 1559, 1571, 39 USPQ2d 1895, 1905 (Fed. Cir. 
1 996) ( a 'laundry list" disclosure of every possible moiety does not constitute a written 
description of every species in a genus because it would not "reasonably lead" those 
skilled in the art to any particular species); In re Ruschig, 379 F.2d 990, 995, 154 
USPQ 1 1 8, 1 23 (CCPA 1 967) ("^propylamine had been used in making the 
compound instead of n-butylamine, the compound of claim 13 would have resulted. 
Appellants submit to us, as they did to the board, an imaginary specific example 
patterned on specific example 6 by which the above butyl compound is made so that we 
can see what a simple change would have resulted in a specific supporting disclosure being 
present in the present specification. The trouble is that there is no such disclosure, easy 
though it is to imagine it.") (emphasis in original). In Ex parte Ohshiro, 14 USPQ2d 
1 750 (Bd. Pat. App. & Inter. 1989), the Board affirmed the rejection under 35 U.S.C. 
1 12, first paragraph, of claims to an internal combustion engine which recited "at least 
one of said piston and said cylinder (head) having a recessed channel." The Board held 
that the application which disclosed a cylinder head with a recessed channel and a piston 
without a recessed channel did not specifically disclose the "species" of a channeled pistoa 
While these and other cases find that recitation of an undisclosed species may violate the 
description requirement, a change involving subgeneric temiinotogy may or may not be 
acceptable. Applicant was not entitled to the benefit of a parent filing date when the claim 
was directed to a subgenus (a specified range of molecular weight ratios) where the parent 
application contained a generic disclosure and a specific example that fell within the recited 



* range because the court held that subgenWrange was not described in the parent 
application In reLukach, 442 F.2d 967, 169 USPQ 795 (CCPA 1971). On the other 
hand, in£jc parte Sorenson, 3 USPQ2d 1462 (Bd. Pat App. & Inter. 1987), the 
subgeneric language of "aliphatic carboxylic acid" and "aryl carboxylic acid" did not 
violate the written description requirement because species felling within each subgenus 
were disclosed as well as the generic carboxylic acid. See also In re Smith, 458 F.2d 
1389, 1395, 173 USPQ 679, 683 (CCPA 1972) ("Whatever maybe the viability of an 
inductive-deductive approach to arriving at a claimed subgenus, it cannot be said that 
such a subgenus is necessarily described by a genus encompassing it and a species upon 
which it reads." (emphasis added)). Each case must be decided on its own fects in terms of 
what is reasonably corrnriunicated to those skilled in the art In re Wilder, 736 F.2d 1516, 
1520, 222 USPQ 369, 372 (Fed. Cir. 1984). 



* original deposits. 



n. OBVIOUS ERRORS 

An amendment to correct an obvious error does not constitute new matter where one 
skilled in the art would not only recognize the existence of error in the specification, but 
also the appropriate correctba In re Oda, 443 F.2d 1200, 170 USPQ 268 (CCPA 
1971). 

Where a * foreign priority document under 35 U.S. C. 1 19 is of record in the >U.S.< 
application file, applicant may not rely on the disclosure of that document to support 
correction of an error in the pending >U.S.< app&atioa Ex parte Bondiou, 1 32 USPQ 
356 (Bd. App. 1961). Hiis prohibition applies regardless of the language of the foreign 
priority documents because a claim for priority is simply a claim for the benefit of an 
earlier filing date for subject matter that is common to two or more applications, and does 
not serve to incorporate the content of the priority document in the application in which the 
claim for priority is made. This prohibition does not apply ** where the *>U.S.< 
application explicitly incorporates **>the foreign priority< document by reference. 
>Where a U.S. application as originally filed was in a no n- English language and an 
English translation thereof was subsequently submitted pursuant to 37 CFR 1 .52(d), if 
there is an error in the English translation, applicant may rely on the disclosure of the 
originally filed non- English language U.S. application to support correction of an error in 
the English translation documents 



